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Upcoming Events: 
November 10, 2011 Dinner Meeting 

 
For the November Dinner Meeting, SDIPLA presents: 

 
Judges Panel—Insight into Patent Litigation in the Southern District 

Featuring: 
Judges Marilyn L. Huff, Anthony J. Battaglia and Cathy A. Bencivengo.  

 
1.0 MCLE Credit 

 

San Diego Intellectual Property Law Association 
http://www.sdipla.org 
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SDIPLA 
Board of Directors 

President 
Kenneth E. Jenkins 
Kilpatrick Townsend  

& Stockton LLP  
858.350-6100 

kenjenkins@kilpatricktownsend.com 

Vice President 
Kurt M. Kjelland 

Goodwin Procter, LLP 
858.202.2728 

kkjelland@goodwinprocter.com 

Secretary 
Marc T. Morley 

Knobbe Martens 
858.707-4000 

mmorley@kmob.com 

Treasurer 
Jo  Dale Carothers 

Covington &  Burling, LLP 
858.678.1820 

jdcarothers@cov.com 

Immediate Past President 
John E. Peterson 

Jpeterson@sequenom.com 

Newsletter Editor 
Marc Morley 

Webmaster 
Marc Morley 

The SDIPLA would like to thank our  
Sponsors for the monthly meetings: 

 
Covington & Burling LLP (cov.com) 

 
Goodwin Procter LLP (www.goodwinprocter.com) 

 
Kilpatrick Townsend & Stockton LLP 

(www.kilpatricktownsend.com) 
 

Knobbe Martens Olson & Bear LLP (www.kmob.com) 
 

Quant Economics, Inc. (www.QuantEconomics.com) 
 

3C Advisors & Associates, Inc. (www.3cadvisorsinc.com/) 
 

(listed alphabetically) 
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REMINDERS 
Membership RenewalMembership Renewal       

Please renew your membership for 2011Please renew your membership for 2011--2012 using 2012 using 
the Paypal links on the SDIPLA website:the Paypal links on the SDIPLA website:  

SDIPLA.orgSDIPLA.org  
 

Update Contact Info 

Please submit  changes of your contact information to Marc 
Morley:  (mmorley@kmob.com)       

        

Articles 

If you have an article for the newsletter, please send it to 
Marc Morley: (mmorley@kmob.com) 

 

Sponsorship 

If your firm or company is interested in sponsoring  a  
meeting, contact Marc Morley: (mmorley@kmob.com) 
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Dinner Choice: 

� � � Salmon 

� � � Chicken 

� � � Pasta 

Judges Panel—Insight into Patent Litigation in the Southern District 
Judges Marilyn L. Huff, Anthony J. Battaglia and Cathy A. Bencivengo.  

DEADLINE FOR REGISTRATION IS FRIDAY, JANUARY 17, 2003 
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Thursday November 10, 2011 

 
Dinner Meeting 

 Del Mar Marriott 
 
 

    Registration:  6:00 p.m.  
 Cocktails:      6:00 p.m. 
 Dinner:          7:00 p.m. 
 Discussion:   8:00 p.m. 

 
 

Menu: 
 

Fresh Seasonal Salad 

With one of the following entrees: 

Chicken 

Salmon 

Vegetarian 
 

Dessert 

Coffee and Tea 

 

 
 

Reserve your space online at:  
SDIPLA.org 

 
             Or register below and mail your form and  

CHECK MADE PAYABLE TO ‘SDIPLA’ TO: 
 

Marc T. Morley 
SDIPLA Secretary 
Knobbe Martens  

12790 El Camino Real 
San Diego, CA  92130 

(858) 707-4000 
mmorley@kmob.com 

 

 MEAL PRICES 
SDIPLA members:  $65.00 (plus Paypal service fee) 

Non-members:  $85.00 (plus Paypal service fee) 

 

Dinner Registration and payment is dueDinner Registration and payment is due  
no later than  1 pm November 7, 2011no later than  1 pm November 7, 2011..  

 
 
 
 

 Please fill out a separate form for Each Attendee 

  Name:   __________________________________           E-Mail Address:  ______________________________ 

  Firm/Employer: ________________________________________________________________________ 

  Telephone Number: __________________________   

  Member of SDIPLA?  (circle one)    YES     NO 

  Entrée Choice:    _____ Chicken  _____ Salmon  _____ Vegetarian 
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This column highlights some of the more notable recent internet notices, newsletters and blogs dealing with IP 
prosecution issues.  
  
Hal Wegner ’s newsletter – a lot of great stuff – Contact: hwegner@foley.com 
*  The September 1, 2011 report mentions the Federal Circuit case, Harari v. Lee, which addresses incorpora-
tion-by-reference of another patent application. Absent an unequivocal statement of incorporation of the entire 
contents of the other application, the court performs a case-by-case determination whether all or only certain 
parts are incorporated.  
*  Another case was mentioned by Hal on September 1, 2011. In Morris v. Coker, Case 1:11-mo-00712-SS 
(W.D. Tex.)(Sparks, J.),the Court scheduled a "kindergarten party" for the case’s attorneys for "[a]n advanced 
seminar on not wasting the time of a busy federal judge and his staff because you are unable to practice law at 
the level of a first year law student." The “ invitation”  further stated: "Please remember to bring a sack lunch! 
The United States Marshalls have beds available if necessary, so you may wish to bring a toothbrush in case 
the party runs late." 
*  September 16, 2011’s report by Hal discusses the problems that a would be appellant faces in appeals from 
the Patent Office, as related in In re Scroggie, __ Fed.Appx.__ (Fed. Cir., Sep. 16, 2011)(per curiam)(Rader, 
C.J., Prost, O’Malley, JJ.). 
*  On September 21, 2011 Hal Wegner discussed the U.S. Patent Office’s circulation of a rulemaking notice, 
Revision of Standard for Granting an Inter Partes Reexamination Request. 
 
Patently-O – a blog written by Dennis Crouch – www.patentlyo.com. 
*  In the September 5, 2011 blog, a guest post by Professor Michael Risch of Villanova University School of 
Law discussed “Patent Troll Myths.”  
*  The 9/12/2011 blog previews some of the changes from the now passed patent reform bill.  The “Board of 
Patent Appeals and Interferences”  will be changed to the “Patent Trial and Appeal Board.”   Interferences will 
end as we now have a first-to-file system and “derivations”  will be proceedings to determine whether an inven-
tor named in an earlier application derived the invention from an inventor names in a later filed application. 
*  The September 23, 2011 blog provided the text of the newly drafted statute, 34 U.S.C. § 102. 
The 9/26/2011 posting discusses how a narrowing claim construction argument post-issue can create interven-
ing rights for accused infringers, in light of Marine Polymer Tech. v. Hemcon, Inc. 2010-1548 (Fed. Cir., Sep. 
26, 2011) 
 
IPWatchdog – a patents and patent law blog – IPwatchdog.com.  
*The September 11, 2011 blog was authored by Mark Lemley on “The Myth of the Sole Inventor.”  
*The 9/15/11 blog discusses a critique of Mark Lemley’s article mentioned above. 
*The September 19, 2011 posting by Charles Gorenstein addresses the newly enacted 35 U.S.C. § 299 effec-
tive September 16, 2011 as part of the America Invents Act. It limits the ability for patent infringement plain-
tiffs to join multiple defendants in one suit. 
*  Howard Skaist authored a September 21, 2011 article on “Traps for the Unwary Regarding Patent Claim 
Drafting and Definition of Prior Art Under Leahy Smith.”  One of the points made is that under the recently 
enacted America Invents Act some aspects of what qualifies as “prior art”  will likely be opposite common 
sense expectations of inventors otherwise unfamiliar with nuances of the new provision. 

by Frederic M. Douglas and James E. Hawes 



 

 
USPTO - the PTO’s website – uspto.gov 
*  The U.S. PTO’s Sep. 16, 2011 press release (No. 11-50) announced updating of the fee schedule following 
the enactment of the patent reform law. 
*  The Sep. 23, 2011 press release (No. 11-51) indicated that the USPTO will accept requests for fast-track pat-
ent processing starting 9-26-2011. 
*On Sep. 27, 2011 the PTO’s Official Gazette announced that most hard copy documents will be retained for 
only one year after scanning. 
The Sep. 30, 2011 press release (No. 11-52) announced that the nationwide network of Patent and Trademark 
Depository Libraries (PTDLs) will become known as Patent and Trademark Resource Centers (PTRCs). 
 
TTABlog – a blog written by John Welch – www.TTABlog.com 
*  The 9/12/11 blog states that the TTAB ruled that two Cuban corporations have standing to bring cancellation 
petitions based on geographically deceptive misdescriptiveness. Corporacion Habanos, S.A. and Empresa Cu-
bana del Tabaco, d.b.a. Cubatabaco v. Juan E. Rodriguez, 99 U.S.P.Q.2d 1873 (TTAB 2011) [precedential]. 
*  On September 21, 2011 it was announced that the Federal Circuit ordered the parties in a false marking case 
to advise the court regarding the effect of the patent reform act on the case. FLFMC, LLC v. Wham-O, Inc., 
2011-1067, order (Fed. Cir., Sep. 16, 2011). 
 
Patent Docs – A patent blog – patentdocs.typepad.com/patent_docs 
*  The September 21, 2011 blog states that the President’s deficit reduction plan seeks to reduce the exclusivity 
period for biologics and prohibit “pay-for-delay”  deals.  
*  The 9-22-2011 post discusses Monsanto Co. v. Bowman (Fed. Cir. 2011) which held that patent exhaustion 
does not apply to genetically engineered seed. 
 
Electronic Frontier  Foundation  
*  A September 20, 2011 article, “A Trio of Post-Bilski Cases Fail to Clearly Define the Meaning of 
‘Abstract’ ”  was authored by Julie Samuels.  The article is available at http://www.diffbot.com/read/451169/-
1014102811#~/it/397588/-1014102811 and https://www.eff.org/deeplinks/2011/09/trio-post-bilski-cases-fail-
clearly-define. 
 
AIPLA – the profession’s national organization – see AIPLA.org  
*  The Assn. is announcing a 2011 Partnering in Patents Program (10/19) in Alexandria, Virginia. 
*  AIPLA’s Annual Meeting is scheduled for October 20-22, 2011 at the Marriott Wardman Park Hotel in 
Washington, D.C. 
*  On January 23-26, 2012 AIPLA will hold their Mid-Winter Institute at Caesar’s Palace in Las Vegas (703-
415-0780). 
 
Spicy IP – An IP blog focusing on India – spicyipindia.blogspot.com/ 
*  The September 19, 2011 blog provides an overview of the America Invents Act. 
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Continued... 



 

 
Miscellaneous   

PLI is offering a program on the America Invents Act on audio CD and DVD video. The program will be 
held in September 2011 and the recordings will be available on October 24, 2011- www.pli.edu.  

The U.S. Patent and Trademark Office is hosting the 2011 National Trademark Expo on October 14-15, 2011 
at the USPTO’s headquarters in Alexandria, Virginia. 

The International Performance Management Institute (“ IPMI”) is holding the IP Law & Management Insti-
tute on November 6th – 8th at the Rancho Las Palmas in Palm Springs, CA. Hailed as "One of the few pro-
grams geared to experienced in-house IP Counsel", the Institute is a CLE-accredited program designed to 
provide time-starved Heads of IP with the Opportunity to meet and network with their peers, learn from 
the best practices and validate solutions and services. http://ipmionline.com/ip_law_mgmt.html 

 
For more information about any of the patent topics mentioned consult Patent Application Practice. Trade-
mark topics are discussed in Trademark Registration Practice. Both are published by West and updated twice 
a year. For litigation questions, contact Fred Douglas at 949/293-0442 or by email at fdouglas@cox.net.  
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Continued... 
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