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SDIPLA News

Robert J. Spar is the Director of
the Office of Patent Legal
Administration, (OPLA), under the
Deputy Commissioner for Patent USPTO’s CLAIMS AND CONTINUATIONS INITIATIVE
Examination Policy at the U.S.

Patent and Trademark Ofﬁce By: BOB SPAR OF THE USPTO

(USPTO). A major responsibility

of the OPLA is addressing policy initiatives involving the patent examination process. This
includes developing, implementing and disseminating information about changes to patent
examining practices and procedures via rulemaking, publishing notices in the Federal Register
and the Official Gazette, modifying USPTO forms which are used both internally and externally,
and distributing internal memoranda.

WEDNESDAY FEBRUARY 8TH MEETING

Upcoming Events:
T oo s o | Mr. Spar will be speaking on two proposed rule changes that were published on January 3,
LOSE YOUR PATENT RIGHTS 2006 in the Federal Register. One of these, “Changes to Practice for the Examination of

Claims in Patent Applications,” proposes that the Patent Office will only do an initial
examination on the claims designated by the applicant as representative claims. The
representative claims will be all of the independent claims and only the dependent claims that
are expressly designated by the applicant for initial examination. Thus, the Patent Office is
delaying the examination of most of the dependent claims until the application is in condition
for allowance. The other proposed change, “Changes to Practice for Continuing Applications,
May 25 - Chi | Requests for Continued Examination Practice, and Applications Containing Patentably

y 25 - Chief Judge Damich . . ) ) . =
US Court of Claims Indistinct Claims,” would require that second or subsequent continued examination filings,
whether a continuation application, a continuation-in-part application, or a request for
continued examination, be supported by a showing as to why the amendment, argument, or
evidence presented could not have been previously submitted.

~Feb 16 - Dr. David McGowan,
USD—IP Licensing & Antitrust

~Mar 24-26 - Joint OCIPLA/
SDIPLA meeting at La Costa

FEBRUARY 8TH LUNCH MEETING-Del Mar Marriott

IN THIS | SSUE:
B NTENTS Date/Time/Location: Directions:
— February 8, 2006
rofessional Profile: 1,2 . 9. _ . .
Upcoming Events January 5 11:45 p.m.— 1:30 p.m. North on I-5 exit Carmel Valley Rd. (right).
Memberships .
Del Mar Marriott Turn on 2nd left onto El Camino Real. Hotel on
Membership Renewal Form 4 11966 El Camino Real left.
e . San Diego, CA
F:;Lr;?y Bei,?e’lf}rl‘g’” g S 858 5031700 Parking in the Marriott parking lot costs $5.00
B oiricits and 5.6, http:/marriott.com/property/
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SDIPLA
Board of Directors

President
Kent M. Walker
Cooley Godward, LLP
858 550-6065
walkerkm @ cooley.com

Date Event Speaker/Topic
January 18, ldnue(g_u;:%?,\ll etc?l%r;-e Frederic Douglas at the La Jolla
2006 your Patent Rights Embassy Suites 6:-9:00 P.M.
February 8, ;JnSdchC))n?irijIZI_ms Robert Spar at the Del Mar Marriott
2006 11:45-1:30 P.M.

tions Initiative

Vice President

Thomas E. Coverstone
858 336-8620
patpend@sbcglobal . net

February 16,
2006

Dinner Meeting

Dr. David McGowan, USD—IP Licens-
ing & Antitrust

March 4, 2006

5th Annual Black
& White Ball
Gala to Benefit
The Association of
Corporate Coun-
sel - America &
San Diego Habitat
for Humanity

San Diego Chapter of the Association
of Corporate Counsel — America

Secretary
Robert W. Prince
Acadia Pharmaceuticals
rprince @ sbcglobal.net

Treasurer

Timothy L. Smith

Genomics Institute/Novartis Research
Foundation.

858 812-1547

tim@gnf.org

Immediate Past President
Vicki G. Norton, Ph.D.
Wilson Sonsini Goodrich & Rosati LLP

March 24-26, Joint OCIPLA/SDIPLA meeting at La
2006 Costa

Advanced Licens-
March 27-28, ing Seminars For | Sponsored by LIMA. ~Please see at-
2006 Licensing Profes- | tached brochure

sionals 2006
April TBA

Chief Judge Damich— US Court of

May 25, 2006 Gl

858 350-2305
vnorton @wsgr.com

Newsletter Editor
Rob Prince

Webmaster
Tobey Tam
Quidel Corporation
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Reservation Form for February 8th Meeting

“USPTO’s INITIATIVE ON CLAIMS AND CONTINUATIONS”

Wednesday- February 8, 2006

11:45-1:30 p.m.

The Menu
Smoked Chicken & Black Bean Soup

Mixed Greens with Tomatoes, Black Olives,

Roasted Corn, Cucumbers,
Red & Green Peppers, & Tortilla Crisps
Red Wine Vinaigrette
Smokey Chipotle Caesar Salad

Crispy Tortilla Chips with
Fresh Salsa & Guacamole

Create Your Own Fajitas

Seared Marinated Beef & Chicken with Sau-

téed Onions, Green & Red Peppers
Diced Tomatoes, Shredded Lettuce,

Black Olives, Shredded Jack Cheese, Guaca-

mole, Sour Cream, & Salsa
Warm Flour & Corn Tortillas

Four Cheese Enchiladas with
Red Chili Sauce

Refried Beans, Spanish Rice, Bunuelos
Margarita Pie
Crispy Churros

Freshly Brewed Coffee, Decaffeinated Coffee,
Select Herbal Teas, & Iced Tea

By: BoB SPAR

Due to the large number of attendees
expected at this event, the SDIPLA is
again requesting Pre-Registration and
Pre-Payment .

To reserve your place, please fill out the
below registration, and send it WITH
YOUR CHECK MADE PAYABLE TO
‘SDIPLA’ to:

Robert Prince
SDIPLA Secretary
14651 Woodhue Lane
Poway, CA 92064
(858) 722-4597
FAX: (858) 748-8201
rprince @sbcglobal.net

Please include:
Ichristiansen@san.rr.com on all e-mail
reservations.

Please complete a separate
form for each attendee.

REMINDERS ¢

Please mail, fax, or e-mail your
reservation to Robert Prince at the
address, fax, or e-mail address
indicated for receipt no later than
12:00PM, February 3,, 2006.

The reservation deadline is
dictated by the hotel and not by the
SDIPLA.

This program has been approved
for MCLE credit by the State Bar of
California in the amount of one (1.0)
unit .

Meeting is at the Del Mar Marriott

NOTE Meding PRICES

$40.00 SDIPLA M ember

$5500 Non-M ember

Reservation Form for FEBRUARY 8TH Meeting

Name:

E-Mail Address:

Firm/Employer:

Telephone Number:

Member of SDIPLA? (circleone) YES NO

DEADLINE FOR REGISTRATION IS 12:00PM, February 3, 2006

Page 3

Document Produced by deskPDF Unregistered :: hitp://www.docudesk.com




. Volume 7, Issue 4 January 2006

MEMBERSHIP RENEWAL

Name: E-Mail Address:
(required to receive newsl etters)
Firm/Employer:
Mailing Address:
City/State/Zip:
Telephone Number:

Send check or money order payableto SDIPLA Duesto.  Robert Prince

Attorney Member Dues: $50/year SDIPLA Secretary
Non-Attorney/Retired Attorney Dues:  $25/year 14651 Woodhue Lane
(e.g. law students, paralegals, patent agents, retired Poway, CA 92064

attorneys, etc.)

Please Renew Your Membership for Fiscal 2005-2006

All SDIPLA members are asked to send in their membership dues, if they have not already, using the Membership Re-
newal form above.

e E-Mailing of newsletters and notices will replace regular mailing.

¢ Memberswho have not renewed membership by November 30, 2005 will be removed from the active member
mailing list.

e SDIPLA had approximately 275 active members in 2004-2005.

« On-line registration now avail able- visit www.SDIPLA.org.

o SDIPLA would like to increase active membership, including significantly in-house practitioners.
« SDIPLA welcomes any suggestions to make the renewal process more efficient.

« SDIPLA welcomes any suggestions to increase membership.

« If you have suggestions, please do not hesitate to contact one of the officers.
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Announcements I

This Announcements section is designed to better serve the needs of the membership. This page may be used to advertise for
positions offered or desired, as well as to provide a forum for announcements of interest to the San Diego |P community. Please
contact Rob Prince if you would like to place an ad or announcement.

INGRASSIA FISHER & LORENZ, P.C.

WE LEFT THE BIG GENERAL PRACTICE FIRMS BEHIND

... because we knew we could run a better patent practice ourselves. Ingrassia, Fisher & Lorenz is now one
of the largest intellectual property boutique firms in the southwest, and we are looking for qualified patent attor-

neys for our expanded San Diego office. We provide top quality counsel to some of the nation’s best technology
companies, and we do it in an environment that is relaxed, flexible, generously-compensated and savvy to the
unigue needs of patent attorneys. If you have outstanding technical skills, a deep commitment to client service,
and a burning desire for life beyond the almighty billable hour, we’d like to talk to you. EE degree and at least
five years of patent preparation and prosecution experience required.

Email resume and writing sample in confidence to recruiting @ifllaw.com.

SDIPLA COMMITTEES
i . SDIPLA has Amicus, Awards, Editorial, Events, and Sponsorship committees.
Visit SDIPLA n_n the Web at: Members are needed for the sponsorship and events committees.
www.sdipla.org Please contact an officer if you are interested in joining a committee. Go to

the SDIPLA website at www.sdipla.org for more information about these
committees and SDIPLA.

- Applications for SDIPLA Membership

The following individuals have applied for SDIPLA membership. Active Members may oppose membership status to these
- individuals by lodging a formal notice of opposition. The opposition must include relevant grounds for disqualification and
- should be submitted to the Secretary on or before before November 1, 2005. Many of these names should not be on this list-

Morgan Adessa Thane Bauz Samir Elamarari Bernard Greenspan John Grohs
Maryanne DeAngelo Jae Hong Lee Mary Lee Jinn-Nan Lin Bin Liu

Megan Jamroz Ann Lygas Daryl Muenchau Lauren W. Nguyen Ellen Nudelman
Penelope Long Milan Patel Eric Peterson Steven C. Petersen Kayla Seignious
Sara O'connell Astrid Spain Eric Vieira Kathryn Waer Ryan Fried|
Patricia A. Shackelford ~ Amy Bathke Ethan Boyer Laura Collins James Aburto
Molly Gavin Laurel Bernstein Enrique Monteagudo Andrea Mays Todd Schneider
Michael Pennington Jacob Handy

ARTICLES: If you have an article for the newsletter, please send it to Rob Prince.
DUES: To pay or renew your membership dues: Please use the form on page 4, and send form via mail or fax to Rob
Prince. - online registration now available - visit www.SDIPLA.org.
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I Announcements (caontinued) I
This Announcements section is designed to better serve the needs of the membership. This page may be used to advertise for
positions offered or desired, as well as to provide a forum for announcements of interest to the San Diego |P community. Please
contact Rob Prince if you would like to place an ad or announcement.

Paul Hastings

ATTORNEYS

Grow Your Intellectual Property Career at Paul Hastings

Paul Hastings has a full-service intellectual property practice dedicated to serving leading information technology and life sci-
ences companies all over the world. From Shanghai to Southern California, Palo Alto to Paris, our fast-growing practice includes
more than 80 full time IP attorneys, many with advanced degrees in physics, mechanical engineering, electrical engineering,
chemical engineering, biology, biochemistry, molecular biology and chemistry. We combine in-depth technical expertise and
sophisticated legal talent to provide our clients with the best possible representation.

Paul Hastings currently has openings Los Angeles, Palo Alto and San Diego for motivated intellectual property attorneys with 2
to 5 years of patent litigation and/or patent prosecution experience in the following areas:

Electrical Engineering
Computer Engineering
Computer Science
Physics

Excellent academic credentials and writing skills required; technical degrees are preferred (but not required).
Please submit resumes and transcripts to:

Lisa Patterson, Attorney Recruiting & Development Coordinator
PAUL, HASTINGS, JANOFSKY & WALKER LLP

3579 Valley Centre Drive

San Diego, CA 92130

lisapatterson @paulhastings.com

Please specify the location(s) you are interested in.

INGRASSIA FISHER & LORENZ, P.C.
WE LEFT THE BIG GENERAL PRACTICE FIRMS BEHIND

.. . because we knew we could run a better patent practice ourselves. Ingrassia, Fisher & Lorenz is now one of
the largest intellectual property boutique firms in the southwest, and we are looking for qualified patent attorneys for
our expanded San Diego office. We provide top quality counsel to some of the nation’s best technology companies,
and we do it in an environment that is relaxed, flexible, generously-compensated and savvy to the unique needs of
patent attorneys. If you have outstanding technical skills, a deep commitment to client service, and a burning desire
for life beyond the almighty billable hour, we’d like to talk to you. EE degree and at least five years of patent prepa-
ration and prosecution experience required.

Email resume and writing sample in confidence to recruiting @ifllaw.com.
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I Announcements (caontinued) I
This Announcements section is designed to better serve the needs of the membership. This page may be used to advertise for
positions offered or desired, as well as to provide a forum for announcements of interest to the San Diego |P community. Please
contact Rob Prince if you would like to place an ad or announcement.

~THURSDAY & FRIDAY, JANUARY 19-20TH ~ SAN FRANCISCO

“PATENT PROCUREMENT, LICENSING AND LITIGATION IN San Diego Chapter of the

CHINA" ** Association of
SPONSORED BY: CENTER FOR AMERICAN AND INTERNATIONAL | %7 A%4LEL Corporate Counsel — America

LAW _ Hosts 5th Annu al
j ALY i Black & White Ball

9.75 MCLE Credit Available

Gala to Benefit

The Association of
Corporate Counsel - America &
San Diego Habitat for Humanity

What: The San Diego chapter of the Association
of Corporate Counsel — America will host
its 4th annual “Black & White Ball,” a
black-tie optional gala benefit for San

L) Diego Habitat for Humanity. The evening
] ( HINA will include music by Innovation, silent
' : auction and a casino. San Diego Habitat
January 19-20, 2006 for Humanity is an affiliate of Habitat for

vy 21, 2006 (aptianaly Humanity International, a non-profit, ecu-

menical organization with a mission to

k) ) Hotel Hﬂ‘k‘“ eliminate poverty housing. San Diego

San Francisco, California Habitat for Humanity builds homes and

-% v sells them to low-income families with a
Eaturing

20-year, 0%-interest mortgage.

L3
|
Dy Ok — Oneryicas anc
peactical parnt seis (ol b

When: Saturday, March 4, 2006

! = [way T — Owverviesw ared eal . .
okl i SARRITY Wine Reception at 6:00 p.m.;
[nielios Dinner at 7:30 p.m.
* Luncheon Speakis—

= Ches Bsrawl, 125, Comrdinater
for Intermational Infellectugl Where: Manchester Grand Hyatt
Property Enfarcement
The Honovable He Zhanglin, ) ) )
g ntallecionl Fropert) SR Info: For more information or sponsorship op-

b Nerwarki s Rounds blos and

b Gsicral Wins Coeioy Tour portunities please contact:

www.cailaw.org with Fac ulry
Hillary Wilson (hwilson@alarismed.com) or
Jon Hellings (jhellings@cox.net).
For ticket information please contact:
Jon Hellings at 619-758-0795 or
jhellings@cox.net.
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